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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner's rejection of clainms 1-34, all of the pending
cl ai ms, under

35 US.C. 8 103. W reverse.

! Application for patent filed March 28, 1994.
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The invention relates to the renoval of residual toner
and debris froma transfer nenber, such as a biased transfer
roll, an internediate transfer belt, or an electrostatic
transfer belt, in an electrostatic printing apparatus (Spec.
at 1, 1st para.). Appellant's specification states that in
prior art electrostatic printing apparatuses, the residua
material is collected fromthese transfer nenbers by a
cl eaning systemthat is separate fromthe cl eaning station
that is used to clean the photoconductive nenber (Spec. at 3,
line 31 to p. 4, line 5). In accordance wth appellant's
invention, the residual material on the transfer nenber is
coll ected and transferred to the photoconductive nenber for
renoval by its cleaning station (Spec. at 8, lines 22-30).

Figures 1 and 2A-2C show the invention applied to an
el ectrostatic printing apparatus that enploys a bias transfer
roll (BTR) 18 in a transfer station AL Switch 38 is
responsive to controller 68 to connect the conductive core 44
of BTR 18 to either the positive biasing source 46 or the
negati ve biasing source 48, thereby causing BTR 18 to attract
or repel the negatively charged toner particles. The
controller also controls the position of the w per blade 28 so
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to be either engaged with the BTR surface or di sengaged
therefrom The operation of this enbodinent is depicted in
Fi gures 2A-2C, described in the specification at page 9, |ine
5top. 11, line 9.

Referring to Figure 2A, when the printing apparatus is in
the "transfer state," blade 28 engages the BTR surface and the
switch 38 connects the positive bias source 46 to BTR core 44
SO as to create an electrostatic field that causes any
negati vely charged toner particles and debris on the
phot oconducti ve surface 12 of the photoconductive nmenber 10 to
nove to the surface of BTR 18, where it collects behind the
wi per blade. Figure 2B shows the next state, wherein the
wi per bl ade is noved out of engagenent with the BTR surface so
as to permt the collected residual material 43 to be carried
by the BTR toward engagenent wi th photoconductive surface 12.
When, as show in Figure 2C, the residual material 43 makes
contact with photoconductive surface 12, switch 38 connects
negati ve bias source 48 to the BTR core, thereby creating an
el ectrostatic field that causes material 43 to nove fromthe
BTR surface to photoconductive surface 12, fromwhich it wll

be renoved by cleaning station B (Fig. 1).
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Figure 4 shows the invention applied to a printing
apparatus that enploys an internediate transfer belt 16 which
recei ves successive single-color toner imges fromthe
phot oconductive nenber 10 by the action of corona generator 24
at transfer station 22, thereby producing a nulticol or toner
image for transfer in one pass to the sheet 20 by the action
of corona generator 36 (Spec. at 11, line 10 to p. 13, line
30) .

Wt hdrawal of the blade 28 causes the collected residua
material to nove with belt 16 to transfer station 22, where it
transferred to the photoconductive nenber 10 (by reversal of
the bias on the corona generator 24) for renoval by the

cl eani ng station (not shown) for the photoconductive nenber.

Figure 5 shows the invention applied to printing
apparatus that enploys an electrostatic transfer belt 14 to
hol d the sheet 20 agai nst the photoconductive nenber 10 as the
toner image is transferred from photoconductive nenber 10 to
the sheet (Spec. at 14, lines 9-14). Wen blade 28, shown in
the "doctor" node, is disengaged fromthe belt, the residua

material is carried thereby to the photoconductive nenber 10,
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to which it is transferred (by reversal of the bias on corona
generator 24) for renoval by the cleaning station (not shown)
for the photoconductive nenber.

The grouping of the clains

Clainms 1-34 stand rejected as unpatentabl e over the sane
conbi nation of references. Appellant's brief states (at 4)
that the followi ng two groups of clains should be treated as
standing or falling together:

(1) Cdainms 1, 5-8, 12-14, 18-21, and 25-30; and

(2) dainms 2-4, 9-11, 15-18 [sic, 15-17?], 22-24, and 31-
34.

The exam ner objects to dividing the clains into these two
groups, because he believes that insofar as the rejection is
concerned, the particular type of transfer nenber is
immaterial (Answer at 1). Wiile we do not agree that the type
of transfer nenber is immterial, we note the brief does not
"expl ai n[]

s why the clains of the group are believed to be separately

pat entabl e,” which is a condition for giving the groups of

2 @Goup (1) includes claim18 and its dependent
clainms 19-21.
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clai s separate consideration. 37 CFR 8§ 1.192(c)(7).

Instead, the brief nmerely asserts that whereas the clains of
the first group are broad enough to read on a transfer nenber
in the formof an internediate transfer nenber, the clains of
the second group are directed to transfer nenbers in the form
of bias transfer rolls and transport belts. "Merely pointing
out differences in what the clains cover is not an argunent as
to why the clains are separately patentable.” 1d.
Consequently, all of the appealed clains will be treated as
standing or falling with claim 14, the broadest claim which
reads as foll ows.

14. A transfer apparatus in which residual material on a
transfer nenber is renoved to a photoconductive nenber,
conpri si ng:

a bl ade, novable between a first position, contacting the
transfer nenber, and a second position, spaced fromthe
transfer nenber, said blade accunul ating residual material in
the first position; and

a biasing device associated with the transfer nenber, for
selectively applying to the transfer nenber a bias of a first
polarity or a bias of a second polarity, opposite to the first
polarity, said blade being in the first position in response
to said biasing device applying the bias of the first
polarity, and the biasing device applying the bias of the
second polarity in response to the blade being in the second

position as to attract the accunul ated residual nmaterial to
t he photoconductive nenber.
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The nerits of the rejection

The exam ner relies on the follow ng references:

Davi dge et al. (Davidge) 3, 700, 328 Cct .
24, 1972
Bisaiji et al. (Bisaiji) 5,270, 783 Dec.
14, 1993

Clains 1-34 stand rejected under 35 U . S.C. § 103 as
unpat ent abl e over Bisaiji taken w th Davidge.

The exam ner relies on the Bisaiji patent for its
di scl osure of an electrostatic printing apparatus having a
belt cleaning unit 22 (Fig. 2), including a novable rubber
bl ade 22b, for cleaning the internediate transfer belt 19
(col. 6, lines 63-67). After the Bk image, or first inage,
has been transferred to the belt 19, the belt cleaning unit 22
Is spaced apart fromthe belt 19 by the nechanism 22c while
the belt transfer of the second, third and fourth colors are
under way (col. 6, line 67 to col. 7, line 5).

The exam ner notes that Bisaiji fails to explain what
happens to the residual material that is collected by the belt
cl eaning unit 22 and assunes (Answer at 4), w thout

contradi ction by appellant, that the naterial is retained in
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the housing of the cleaning unit until it is manually enptied.

Figure 1 of Davidge shows an electrostatic printing
apparatus which permts toner that has been col |l ected by
cl eaning station 3 for the photoconductor on drum 7 to be
automatically returned to the devel oper unit (1). This is
acconpl i shed by using the relay 14 to alter the potentials
applied to various system conponents. During operation in the
devel opnent node, when the relay is in a first state, the
phot oconductor on drum?7 is initially negatively charged by
corona wires 15 (col. 4, lines 7-9). The toner particles in
devel oper unit 4, which are triboelectrically positively
charged, are deposited by brush 2 on the areas of the
phot oconduct or that have not been fully discharged (col. 4,
lines 20-24). The resulting toner image is transferred to
paper 9 wth the aid of an electrostatic field produced by the
application of a negative voltage to transfer corona wire 22
(col. 4, lines 24-27). After the photoconductor is discharged
by fluorescent erase |lanp 23, any remaining toner particles
are renoved by cleaning station 3, which contains a carrier
that causes the toner particles to be triboelectrically
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charged negative and has a positive electrical bias applied
thereto in order to attract the negatively charged toner
particles (col. 4, lines 27-37). During the recirculation
node, when the relay is in the second state, erase lanp 23 is
turned off and the photoconductor on drum 7 is charged
positively by corona wire 22 (col. 4, lines 37-42). A
negative bias is then applied to cleaner unit 3, causing the
negati vely charged toner particles to be deposited on the

phot oconduct or on drum 7, which carried themto devel oper unit
1, which is biased sufficiently negative to attract them

(col. 4, lines 43-58). Although Davidge' s disclosed apparatus
i ncludes a transfer station 11 having two (unnunbered)

roll ers, Davidge does not suggest collecting residual toner at
that station, let alone recirculating residual toner collected
at that station.

The exam ner, characterizing Davidge as teaching "the
basi ¢ concept of transferring the renoved toner particles from
one | ocation to another at the appropriate tinme in the copy
cycle"” (Answer at 3-4), argues that Davidge woul d have been

under st ood as suggesting a way to avoid having to manual ly
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enpty the collected residual toner fromBisaiji's belt

cl eaning unit 22:

Instead of the renoved residual toner being
dunped into a container 22, where it nust be
manual |y renoved, it woul d appear as an obvi ous
expedient to the ordinary routineer to apply the
proper bias to bl ade 22b, transfer nenber 19 and
drum9 in order that the residual toner
initially cleaned fromthe transfer nenber be
reattached to the transfer nenber and
subsequently transported to a single cleaning
station 10 by the photoconductive nenber 9.

Whet her the transfer nmenber is an internedi ate
menber, such as belt, or a direct transfer
menber, such as a roll, is considered to be of
no patentabl e significance since the basic
teachi ng of Davidge, et al. would be applicable
in either case. [Answer at 4.]

We agree with appellant (Brief at 7) that in conbining

the teachings of Davidge with Bisaiji in the foregoing manner,

t he exam ner

is relying to an unacceptabl e extent on hi ndsi ght

gai ned from appel lant's own disclosure. Conpare In re

McLaughl i n,

443 F.2d 1392, 1395, 170 USPQ 209, 212 (CCPA 1971)

("Any judgnent on obviousness isS in a sense necessarily a

reconstruction based upon hindsi ght reasoning, but so |long as

it takes into account only know edge which was within the

| evel of ordinary skill at the tinme the clained invention was

made and does not include know edge gl eaned only from
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applicant's disclosure, such a reconstruction is proper.").
Davi dge does not di sclose using his recirculation technique to
nove residual toner froma transfer nmenber to a

phot oconductive nenber, as required by the claim |Instead,
Davi dge' s di sclosed recirculation technique is limted to
recircul ating the residual toner between two stations

associ ated with the photoconductor on drum 7, which
corresponds to the clai ned photoconductive nenber. Nor does
Davi dge di sclose a recirculation technique which relies on
engagenent of a cleaning blade with a noving nenber to
accumul ate residual toner and on subsequent disengenent of
the cleaning blade fromthe noving nenber to permt the
accunul ated residual toner to be carried to a different

| ocation. For these reasons, we are of the view that Bisaiji
and Davi dge consi dered together fail to suggest the invention
recited in claim14. Accordingly, the 8 103 rejection of
claim 14 over Bisaiji taken with Davidge is reversed, as is
the rejection of clainms 2-34, which stand or fall (in this
case stand) therewth.

REVERSED
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Adm ni strative Patent Judge

JOHN C. MARTI N
Adm ni strative Patent Judge
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